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* Business methods — computer-based
“safe harbor”
* Acceptable alternative language

Advanced Topics in

U.S. Prosecution Procedure

o General discussion of Translations,
Inventors’ Declaration (which can be
filed w/ PCT Application)

e Inventor’s declaration on filing;
supplemental declaration

e Cases involving the death of inventor,
recalcitrant inventor...

¢ Expediting U.S. patent examination:
*Petition to make Special- based on
inventor’s advanced age or poor health
*“First-Action Interview Pilot
Program” (for certain computer-related
applications that were filed before
November 2006 and that have not yet
had a first action on the merits)

*There is also a “fast track” for
applicants with application pending in
the U.S. and Japan;

*Accelerated Examination requested
upon filing with Examination Support
Document, etc.

Ownership, Assignment

and Related Issues

¢ Apply in name of actual inventors

- identifying inventors and
co-inventors in the national stage

® Need for recorded assignment, even
to employer. Legally, patent will issue
to Applicants unless special request is
filed under 37 CFR 3.81, which is
optional

o Since the U.S. grants a patent based
on the first to invent, evidence of co
ception and reduction to practice is
important (Among WTO member
ountries, interference issues;
corroboration issues, etc. arise)

® There are two different ways to enter
the National stage: PCT-national
stage 371, or Continuation from PCT
e Also, if one misses the 30 month
deadline, it is still possible to file a
Petition to Revive

Related Applications

® Domestic priority Continuations,
CIPs, Divisionals, Design/Utility

o CIPs with the possibility of different
claims having different priority dates;
terminal disclaimer practice.
ContrastDivisional practice.

¢ Anticipation - statutory bars — in
general, aspects of sales “in this
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country” that can occur outside

the U.S.

¢ Duty of Disclosure - applies to
inventors and others; IDS as vehicle
for disclosure

¢ IDS Timing requirements

Issued Patents:

¢ Patent Term Extensions or
Adjustments

*for Delays within the USPTO under
35U.S.C. 154

*for Delays at other Agencies under 35
US.C. 156

Patent Infringement/Remedies/U.S.
Courts/Conflict Resolution

o Extraterritorial Effect

e Infringement of a process patent
based on the importation, sale, offer
for sale, or use of a product which is
made from a process patented in the
United States (35 U.S.C. § 295)

e Almost any effort to enforce or
exploit patent invites possible invalidity
challenge

¢ Infringement by joint infringers

e Earlier inventor defense limited to
business methods (35 U.S.C. § 273)
e Statutory consequences of ADR
(35 U.S.C. § 294)

¢ Legal Action for declaration of
non-infringement

e Litigation -what to expect/ how to
prepare for and assist U.S. counsel in
ADR, Litigation

e Liability of State and Federal
governments for patent infringement

(35U.S.C. § 296)

Business Considerations

® Emerging use of Provisional Patents
in the U.S.

¢ Favorable exchange rate

e Xerox model in staffing a corporate
law department and applications to
smaller firms

o [P audits and related procedures
within companies

Essential Licensing Issues

e Licensing issues - exclusive vs.
nonexclusive; antitrust considerations;
effect on litigation strategy

o Licenses are recordable
(recommended for exclusive licensees)
e International case study

Conclusion Review and Q ¢ A



The Swedish Patent and Registration Office (PRV), provides protection and
exclusive rights for technological ideas, trademarks and industrial designs.
We also give you the possibility to change your personal name, obtain a
certificate for journals, or “periodicals” as they are also known. In addition,
we offer commission services within in all our areas of operation. PRV also
provides courses within the field of intellectual property.

PRV is a fee-financed central government agency that is based in Stockholm
and Soderhamn. We have around 450 employees.

SWEDISH PATENT AND REGISTRATION OFFICE



